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UNITED STATES CIRCUIT COURT OF APPEALS 
RATHBONE, SARD & Co. v. CHAMPION STEEL RANGE Co., 
(189 Fed. Rep., 26.) 

Sixth Circuit, July 11, 1011. 


UNFAIR COMPETITION—IMITATION OF GoOoDs 
The imitation of the pattern and style of construction of an article 
constitutes unfair competition only when it results in the sale of the 


imitative article as and for the original. This can occur only when 
the original article has acquired a reputation and has come to be known 
and identified by its appearance and dress. The duplication of an 
article that is new and practically unknown on the market 1s not 
unfair competition, the distinctive marks of the original article not 


being reproduced. 
UNFAIR COMPETITION—DECEPTION BY DEALERS. 

\ manufacturer is not responsible for the fraud of dealers, in 
falsely representing his goods as of another’s make, when he has done 


all that the law requires, to distinguish his goods from those of the 
other manufacturer 
UNFAIR COMPETITION—TERRITORIAL LIMITATION OF DECREE. 


The fact that defendant entered a certain territory after com- 
plainant’s goods had been there introduced, will not justify a differen- 
tiation of that territory for the purpose oi limiting the application of 
the decree, where the complainant has failed to make a case entitling 
him to relief generally. 


Appeal from a judgment of the Circuit Court of the United 
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States for the Northern District of Ohio, dismissing the bill of 
complaint. 


C.J. Sawyer, M. B. Philipp, and J. J. Kennedy, for appellant. 
D.C. Westenhaver and E. J. Hart, for appellee. 


Before SEVERENS and KNApPEN, Circuit Court Judges, and 
EvANs, District Judge. 


KNAPPEN, Circuit Judge.—The appellant filed its bill of 
complaint against appellee, alleging unfair competition by the 
latter in the manufacture and sale of a certain type of natural- 
gas heater. The bill prayed for a permanent injunction against 
such manufacture and sale, and asked for certain special relief 
incidental to the general relief asked. Upon a final hearing on 
pleadings and proofs, the Circuit Court made a decree dismissing 
the bill, from which decree this appeal is taken. 

The important facts are these: 

Complainant is one of the largest and longest established 
manufacturers of stoves, ranges, and heaters (both coal burning 
and wood burning) in the United States. It has been in business 
since the year 1830. Its factories are now at Albany, N. Y., and 
Aurora, Ill. In the year 1835 it registered the “Acorn” as its 
trade-mark and has used the same ever since upon its product, 
unless in the case of a few cheap stoves. Its product enjoys an 
excellent popularity, being known to the public generally under the 
name of the “Acorn.” About the year 1900, with the development 
of natural gas in the territory hereafter mentioned, several stove 
manufacturers began making natural-gas ranges and_ heaters. 
This natural gas territory included western New York, western 
Pennsylvania, Ohio, West Virginia, and parts of Indiana, Okla- 
homa, Kansas, Missouri, and possibly some other territory. In 
1903 the complainant began making natural-gas ranges. It made 
no natural-gas heaters until 1905. At that time there were upon 
the market and in use substantially two types of natural-gas 
heaters of the better class, one having a rounding and the other 
a tubular drum. In 1904 there was put out by another manufac- 
turer a heater known as the “Reliable.” In 1905 complainant 
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prepared designs for a natural-gas heater called the “Solar 
\corn.” The appearance of complainant’s ‘Solar Acorn” differs, 
generally speaking, from that of the “Reliable” only in certain 
features of ornamentation, the shape, style, base, foot-rail, fire 
pot, reflector, drum, and top being substantially the same (except 
as hereafter stated), as well as the broad, general plan of orna- 
mentation. Complainant made the ornamentation at the top of 
its “Solar Acorn” more elaborate than in the case of the “Re- 
liable,” apparently substituted a white for a black finishing rim 
above the drum, adopted a different design of ornamental pieces 
n the side of the drum, which were brought well forward, the 
rnamentation above the reflector being carried a little higher, 
and the foot rail and base ornamentation made somewhat more 
elaborate. 

We do not intimate that complainant actually used the “Re- 
liable’ as a copy, or that it adopted features of ornamentation 
belonging peculiarly to that heater. The fact and extent of simi 
larity are all that are material here. The “Solar Acorn,” as ex 
hibited in advertising cut and as manufactured, had in all-cases the 
device of the acorn upon the scroll work above the reflector and 


upon the corners of the base constituting the legs, and the words 


i “Solar Acorn” prominently upon the foot rail, the name of the 

manufacturer being shown upon the back side of the stove. Com- 
, plainant sells its product only to dealers, not directly reaching the 
i iltimate purchaser and user. The territory covered by its sales 
divided by the Ohio river into the eastern and the western 
: territory, respectively, headquarters for the former being at 


\lbany and for the latter at Aurora. The method and extent of 
its advertising of the heater in question, and of its attempts to 
bring the same to the attention of the public prior to the defend 
ants coming into the market, are these: In September, 1905, it 
issued from 2,000 to 2,500 leaflets which it distributed in approx 
1 the Albany and Aurora headquar 


mately equal amounts throug! 
ters, these leaflets being sent to dealers, only, except aS a very few 
were given to traveling salesmen, who did not call upon the user 


r consumer, but only upon the dealer. The latter distributed the 
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eaflets only by handing them out to customers calling at the store, 


by leaving them upon the counter accessible to customers. In 
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February, 1906, 1,500 circulars were issued, and before April Ist 
of that year 2,000 catalogues. These circulars and catalogues 
seem to have been distributed in substantially the same way as 
the leaflets. In each of these three classes of literature the Solar 
Acorn was shown and advertised. Complainant has never adver- 
tised this heater in the newspapers, trade journals, or magazines. 
In December, 1905, complainant shipped twelve of these heaters 
to dealers in Ohio, and in the following January two more. As 
a general rule but one stove was sent to each dealer, the same being 
apparently intended to be used as a sample. From February 1, 
1906, to August 1, 1906, three more deliveries were made to 
dealers in Ohio. In January, 1906, four were sent to dealers in 
Missouri and Kansas, no more being delivered previous to August 
of that year. In the Eastern territory deliveries were begun in 
November, 1905. It is not definitely shown, so far as appears by 
references in briefs of counsel, that more than two stoves were 
actually delivered to dealers in that territory in 1905. The testi- 
mony of the extent of sales to dealers during that year is not 
explicit, but we infer that at least eleven were so sold. Our at- 
tention is not called in briefs of counsel or in argument to any 
evidence of sales of complainant's heaters to actual users prior 
to defendant’s adoption of its heater and the putting of 
the same upon the market. 

The defendant is a general stove manufacturer at Cleveland, 
Ohio, having been engaged in business under its present name, 


either as a firm or as a corporation, since 1893. It has apparently 


a good business standing and does a large business, although we 
assume less extensive than complainant’s. It has used the name 
“Champion” as its trade-mark continuously since that organiza 
tion, except during the first few months. Soon after complainant 
began such manufacture and delivery to dealers of its “Solar 
Acorn,” the defendant brought out a natural-gas heater called the 
“Champion.” In so doing it copied complainant’s cut, except that 
it removed the acorn device from the reflector and base of the 
stove and put the word “Champion” prominently upon the foot 
rail, and placed its own name upon the back of the stove in the 
saine location where complainant puts its name upon its stove. 
Its patterns were prepared directly by the use of parts of one of 
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complainant's “Solar Acorns,” the changes referred to as made in 
the cut being also made in the patterns and in the stove as manu- 
factured, except that as actually put out the letter “C” appeared 
conspicuously upon the reflector in place of complainant’s acorn. 
Defendant has invariably manufactured the heater in the dress 
stated, excepting that in the case of heaters manufactured for 
iree special dealers, who desired distinctive names, the words 
‘Tron City.” “Crown,” or “Comfort,” were placed upon the foot 
rails of the respective stoves, in each case, however, the letter “C”’ 
being prominently shown in the scrollwork of the reflector, com- 
plainant’s trade-mark and trade-name being likewise absent, and 
defendant’s name being upon the back of the stove in the usual 
place therefor. The defendant completed its heater and put the 
same upon the market in February, 1906, publicly exhibiting the 
same at the Ohio Hardware Dealer’s Convention at Canton, Ohio, 
the latter part of that month. It got out for that convention 
20,000 descriptive circulars (five times as many as complainant 
had issued up to that time) advertising its heaters, part of which 
circulars were distributed at the convention, the remainder being 
sent out through the mail to other dealers and salesmen. Com- 
plainant had no exhibit of natural-gas heaters at the Canton con- 
vention, but had a representative thereat. Defendant exhibited 
this stove at the Ohio state and county fairs during the vear 
1906. “Right after the convention or at the convention” defen'- 
ant’s salesmen took orders for its heater, and immediately there- 
after salesmen were sent out through the territory, deliveries 
being begun in July, 1906, the record showing that but a smaii 
proportion of the deliveries in the natural-gas heater trade are 
made in any year between January and July. Following the 
Hardware Dealers’ Convention in February, 1906, and through 
out that year, new circulars and advertising matter to the number 
of many thousand copies were circulated by defendant, which 
has since carried on its advertising in trade papers, catalogues, 
circulars, and to some extent in local newspapers, its advertising 
having been much more extensive than that of complainant. The 
complainant's sales in Ohio increased in 1906, dropping off after 
that time. In Kansas and Missouri, sales increased during 1967 


over 1906. In the eastern territory sales increased through 1907, 
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dropping off after that year. The evidence indicates that this 
falling off of sales of complainant's heater is due in large part to 
defendant's active competition. This suit was begun in Januar: 
1909. 

The late Judge Tayler, who heard this case in the Circuit 
Court, in the course of his opinion dismissing the bill, said: 


“It is perfectly apparent that these are the salient and influencing facts 
in this case: That late in 1905 the complainant brought out this ‘Solar 
\corn’ stove in controversy, having previously advertised it by circulars 
sent to dealers. They sold a small number in the fall of that year. Som 
time in the winter of that year defendant took complainant’s stove apart, 
and, except for the acorn and other marks which indicated the origin, 
absolutely copied at least the external parts of the stove in every par 
ticular, so that, to look at it, it was an exact duplicate of the stove made 
and designed by complainant, with the descriptive exceptions referred to 
\t that time it is perfectly obvious that the ‘Solar Acorn’ gas heater had 
no reputation whatever. It had established no market. It was the ex 
pression of the idea of complainant as to the form which that type of gas 
stove should take. The defendant appropriated the design. Whatever may 
be said of the ethics of this act, the effect of this appropriation was not 
to deceive the public, for the public had no knowledge. It was not to 
affect the good will of the complainant, for the complainant had no good 
will established in respect to this stove. The defendant simply saw that 
somebody else had made something which it thought was good, and which 
was not protected by trade-mark or patent, and which the public had no 
general knowledge of and proceeded to make an article like it, taking off 
from it the characteristic designations which complainant used and putting 
on its own. Now, who could be deceived by any such operation as that? 
Certainly not the dealers, for they knew from whom they bought th 
stoves; certainly not the public, for the public did not know the stoves 
In a word, the gist of the offense of unfair competition, to wit, the selling 
of the imitating thing as the imitated thing, does not exist in this case a 


all. 


Judge Tayler was also of opinion that complainant's right of 
action was barred by laches, in failing for nearly three vears to 
take action, while defendant was actively building up its own 
trade. 

We do not find it necessary to pass upon the question of com- 
plainant’s alleged laches, for in view of the lack of public reputa- 
tion and popularity of complainant’s heater, and even of any sub 
stantial knowledge, on the part of the using and purchasing pub- 
lic, of its existence, we agree with Judge Tayler that the copying 
by defendant of complainant's design of ornamentation did not 
deceive the public, by enabling the defendant to palm off its 
heater as that made by complainant. The latter has no patent 
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upon either the method of construction or operation of the 
heater, nor upon its design with respect to ornamentation or 
otherwise. This action is not for infringement of trade-mark, 
for no trade-mark is infringed. Nor is it for pirating a trade- 
name, for complainant’s trade-name is not used. This action is 
simply and solely for alleged unfair competition in the use of the 
special features of ornamental dress to which attention has been 
called. 

The rule is well settled that nothing less than conduct tending 
to pass off one man’s merchandise or business as that of another 
will constitute unfair competition. In Goodyear Co. v. Goodyear 
Rubber Co., 128 U. S., 598, 604. 9 Sup. Ct. 166, 168, 32 L. Ed. 
535. Justice Field said: 


“The case at bar can not be sustained as one to restrain unfair trade 
Relief in such cases is granted only where the defendant, by his marks, 
signs, labels, or in other ways, represents to the public that the goods sold 
by him are those manufactured or produced by the plaintiff, thus palming 
off his goods for those of a different manufacturer, to the injury of the 
plaintiff. McLean v. Fieming, 06 U. S., 245 (24 L. Ed. 828): Sawyer v 
Horn (C. C.) 4 Hughes, 239 (1 Fed. 24): Perry v. Trufitt, 6 Beav. 66 
Croft v. Day, 7 Beav. 84.” 


In Howe Scale Co. v. Wykcoff, Seamans & Benedict, 198 U. 
S. 118, 140, 25 Sup. Ct. 609, 614, 49 L. Ed. 972, Chief Justice 
Fuller said: 


“The essence of the wrong in unfair competition consists in the sale of 
the goods of one manufacturer or vendor for those of another, and, if de- 
fendant so conducts its business as not to palm off his goods as those of 
complainant, the action fails.” 


In America Ilashboard Co. v. Saginaw Mfg. Co., 103 Fed. 
281, 43 C. C. A., 233, 50 L. R. A.. 609, it was held by this court 
in an opinion by Judge (now Mr. Justice) Day that the fact 
even that the defendant deceives the public as to his goods by 
fraudulent means does not give a right of action unless it results 
in the sale of such goods as those of the complainant. 

In Newcomer & Lewis v. Scriven, 168 Fed., 621, 94 C. C. A.. 
77, in which were involved alleged infringements of trade-marks 
and trade-name, as well as unfair competition, although it ap- 
peared that a certain advertisement was calculated to mislead a 
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customer into believing that the product of defendant was that 
of complainant, this court, speaking through Judge (now Mr. 
Justice) Lurton, held that, as it was not shown “that any cus- 
tomer was misled into buying garments as made or so!d by the 
Scriven Company which were made by others,” no right of 
action in that regard existed. 

The rule we have stated is recognized by numerous authori- 
ties, but those we have cited are sufficient for the purpose.. So 
far as concerns the ornamental dress of the stove, it is clear that, 
as complainant had no patent on the design, it had no monopoly 
thereof, and that any one was free to copy it so long as he did 
not attempt thereby to palm off his goods as those of complainant, 
and took due care to guard against any deception of the public 
into buying in the belief that it is purchasing complainant's goods. 
Fairbanks v. Jacobus, 14 Blatchf., 337, Fed. Cas., No. 4,608; 
Dover Stamping Co. v. Fellows, 163 Mass., 191, 40 N. E., 105, 
28 L. R. A., 448, 47 Am. St. Rep., 448; Flagg Manf’g Co. v. 
Holloway, 178 Mass., 83, 59 N. E., 667; Heide v. Wallace & Co. 
(3d Circuit) 135 Fed. 346, 68 C. C. A., 16; Saxrlehner v. Wagner, 
216 U. S., 375, 30 Sup. Ct., 298, 54 L. Ed., 525. And it results 
from this principle that the adoption by one manufacturer of the 
characteristic features of another’s product, common to articles 
of that class, does not of itself amount to unfair competition. 
Globe-Ilernicke Co. v. Macey Co. (6th Circuit) 119 Fed., 696, 
56 C. C. A., 304; Warren Co. v. American Co. (7th Circuit) 141 
Fed., 513, 72 C. C. A., 571; Computing Scale Co. v. Standard, 
etc., Scale Co. (6th Circuit) 118 Fed., 965, 971, 55 C. C. A., 439. 

Complainant insists, however, that the unnecessary imitation 
by one manufacturer of the nonfunctional parts of the product 
of a competitor, to the extent that the two articles are substantial- 
ly identical in appearance to a casual observer, and retail pur- 
chasers are thus likely to mistake one for the other, is chargeable 
with unfair competition, although each feature taken separately 
may have been open to appropriation, as announced in certain 
authorities, including three cases decided by the United States 
Circuit Court of Appeals for the Second Circuit. Enterprise 
Mfg. Co. v. Landers, 131 Fed., 240, 65 C. C. A., 587; Yale, etc. 
Mfg. Co. v. Alder, 154 Fed., 37, 83 C. C. A., 149; Rushmore v. 
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VWanhattan, etc., orks, 103 Fed., 939, go C. C. A., 299, 19 L. 
R. A. (N. S.) 269. We are not called upon to determine the 
correctness of the rule thus stated as applied to appropriate facts. 
We content ourselves with saying that in our opinion it can have 
no application to the facts of this case, for the reason that, upon 
the record before us, taking into account the lack of public knowl- 
edge and reputation of complainant’s heater in question, the 
absence of complainant’s trade-mark and trade-name, and the 
fact, as shown, we think, by the preponderance of the proof, that 
purchasers more often identify stoves by their name or the name 
of the manufacturer, or both, than by appearance merely; that 
all of complainant's natural-gas heaters, including even its cheap 
products, have the acorn device prominently upon the front and 
are all advertised in catalogues under the name of “Acorn,” in 
connection with the comparatively minor variations in the general 
appearance of the stove, including the style of ornamentation, 
trom that of stoves theretofore upon the market, the retail pur- 
chaser exercising reasonable care could not well have been de- 
ceived into the belief that in buying defendant’s heater he was 
purchasing complainant's stove. 

It is further urged that in trade-mark cases the right to pro- 
tection does not depend upon any particular period of usage, but 
that, once adopted in good faith and used, the right thereto will 
prevail against any subsequent user, although no public reputa- 
tion or notoriety has been acquired; that the right of protection 
against infringement of trade-marks and unfair competition re- 
spectively rest upon the same basis; and that, therefore, the 
rule in trade-mark cases, as stated, controls this case. 

But, whether or not the rule in trade-mark cases is as stated 
(a question we are not now required to consider), the case before 
us is not a trade-mark or a trade-name case, but one of alleged 
unfair competition, predicated upon the simulating of the dress of 
a competitor’s product. And in such case it 1s clear that identifica 
tion in the mind of the purchaser of such distinctive dress, as 
belonging to the complaining manufacturer, is necessary, and 
that such identification can not well exist in the absence of knowl- 
edge or reputation of such characteristic dress. 


In this connection it is urged that complainant's good will 
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and reputation connected with its general line of goods attached 
to the heater in question immediately upon its being placed upon 
the market. But if we have correctly reached the conclusion that 
complainant's heater had acquired no appreciable public knowl 


edge or reputation, and the dress of the heater was not identified 
in the public mind as the complainant’s product, the suggestion 
loses point. 

There is some evidence tending to show an actual deception 
of customers on the part of dealers by representing defendant's 
heater as that of complainant. It also appears that on the inside 
oi some of the castings of defendant's heater, due to the use of 
parts of complainant’s heater as patterns, the letters “A” and 
“Sol. A” are found, and that this fact would enable a dishonest 
dealer to misrepresent defendant’s heater as a “Solar Acorn.” 
This last consideration does not impress us as important, and 
there is no evidence of actual deception thereby. So far as 
concerns actual misrepresentation by dealers of the identity of 
heaters, not only is the proof thereof not highly convincing, but 
defendant is not responsible for the fact that tricky retailers rep- 
resent its manufacture as that of complainant, knowing better, 
provided defendant has done its legal duty in distinguishing its 
own product from that of complainant. Royal Baking Powder 
Co. v. Royal, 122 Fed., 345, 58 C. C. A., 499; Hall's Safe Co. v. 
Herring, cetc., Co., 146 Fed., 43, 76 C. C. A., 495, 14 L. R. A. (N. 
S., 1182. 

We have no doubt that sales of complainant's heater have 
been materially lessened through defendant’s competition. The 
effectiveness of this competition, in our judgment, has resulted 
from the activity with which defendant has pushed its heater, the 
publicity and extent of defendant's exhibitions and advertising, 
the advantage which the defendant has, especially in the large 
and valuable district of Ohio, in being a local manufacturer; and 
to complainant’s advance of prices for 1907, before which time 
the prices of the two competing heaters were substantially the 
same. This competition was legitimate. 

Our conclusion, then, in substance, is that complainant has 
failed to establish a case of unfair competition, for lack of proof 
that defendant has palmed off its goods upon the public as the 
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goods of complainant. In our opinion, defendant's intent, as 
shown by the record, in copying complainant's cut and patterns, 
was not to derive a benefit from complainant’s name and reputa- 
tion, but to avail itself of a design which, by imitating it, defend- 
ant has confessed is attractive and desirable. Defendant's intent 
is, of course, not material where the necessary result of the act 
is to commit legal wrong. But where neither such natural result 
nor such actual intent exists, unfair competition is not made out. 
Royal Baking Powder Co. v. Royal, 122 Fed., 345, 58 C. C. A., 
199; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S., 537, 
49, 551, 11 Sup. Ct., 396, 34 L. Ed., 997; Globe-IVernicke Co. v. 


Jt 


Fred Macey Co., 119 Fed., 703, 704, 56 C. C. A., 304. 

We do not think that the fact that defendant entered the 
extreme western territory after complainant’s goods had been in- 
troduced there justifies a differentiating of that particular terri- 
tory from the remaining portions of it or from the territory as a 
whole. 

For the reasons stated, the decree of the Circuit Court should 
be affirmed. 


UNITED STATES CIRCUIT COURT 
osTAL TELEGRAPH-CABLE Co. v. LIVERMORE & KNIGHT Co. 
(188 Fed. Rep., 696.) 
District of Rhode Island, August 2, 191T. 


Unrarr CoMpPETITION—INVOLVES IMPAIRMENT OF PropERTY RIGHTS. 

To sustain an action for unfair competition, there must be invasion 
of some property right. Mere annoyance to the complainant’s patrons, 
no actual loss of business therefrom being shown nor reasonably ap- 


prehended, does not afford a cause of action. 

2. UNFAIR COMPETITION—D sity oF BUSINESS 
The manufacturer of advertising novelties is engaged in a busi- 
ness so diverse from that of a telegraph company, that the simulation 
of the latter’s envelope with one intended for the mailing of advertising 
matter, can not be regarded as unfair competition, but is mere minicry 
To sustain an action thereon, actual deceit and injury to complainant’s 


business must be shown 
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On the facts, held that the defendant’s device was likely rather to 
amuse than to annoy, and while calculated to enlist the attention of 
the recipient, could not be regarded as an interference with the busi- 
ness of the telegraph company. 


In Equity. On demurrer to bill. 


Edwards & Angell, for complainant. 
Comstock & Canning, for defendant. 


Brown, District Judge-—The complainant charges the defend- 
ant with imitation of the envelopes in which complainant’s tele- 
grams are delivered. 

Appended to the bill are Exhibits A and B of different styles 
of envelope used by the complainant. The alleged imitation is 
also appended as Exhibit C. 

The imitation is not close, but upon demurrer the allegation 
that defendant’s envelopes have been mistaken for those of the 
complainant requires us to assume for this demurrer that the 
defendant's envelopes are somewhat imitative. While it is doubt- 
ful if the exhibits themselves establish a deceptive imitation, yet, 
if supplemented by evidence of actual deception, this might sup- 
port the bill in this particular. 

The defendant is a manufacturer of advertising novelties, 
and Exhibit C is an imitation of an envelope for telegrams. It 
is alleged that they are made in the likeness of the envelope of 
the complainant— 


“for the purpose of deceiving the public, and causing them to believe the 
said envelopes of the defendant are envelopes of the complainant, and to 
believe that said envelopes of the defendant contain messages transmitted 
over the complainant’s wires and delivered by the complainant aforesaid.” 

The defendant makes said envelopes for sale to its customers 
to use for advertising purposes. They are so constructed that 
upon being opened they unfold, and upon the inside surface is a 
space for printing advertisements. 

It is evident from an examination of Exhibit C that the word 


“Telegram” is used to attract attention and to distinguish the 
envelope, which is intended to be sent through the mail, from 
ordinary mail matter. It is also apparent that, if there is a mo- 
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mentary deception and a momentary false belief that the envelope 
contains a telegram, this is immediately dispelled upon opening 






the envelope and seeing that it is merely an advertisement. This 






is mimicry, rather than deceptive imitation. 
From the allegations of the bill it is very clear that the de- 






fendant does not design to secure for itself or for its customers 







any of the telegraphic business of the complainant. It is doubt- 
less intended by the manufacturer that an impression shall be 
created on the mind of the receiver by the word “Telegram,” 
though it is doubtful whether it is within the design or purpose of 
the defendant that the receiver should gain the impression that it 








is a telegram from any particular company. 
Assuming, however, that the envelope might convey both the 
impression of a telegram and the impression of a telegram from 






the complainant, we have to inquire whether, as the ordinary ele- 





ments of a case for the infringement of a trade-mark or for unfair 











competition are wanting, the complainant has stated a case en- 


titling it to equitable relief. The bill alleges that the— 









“defendant’s envelopes have been generally mistaken by the public, by the 
postal authorities, and especially by the complainant’s patrons, for the en- 
velopes of the complainant, and have induced the public and the complain- 
ant’s patrons to give to said envelopes that prompt and immediate atten- 
tion which is usually given to telegraphic messages of the complainant.” 







This feature, however, can hardly be attributed to any special 






imitation of complainants’ envelope, but would doubtless be due 






to the fact that the envelope purported to contain a telegram, by 





whatever company transmitted and delivered. It is alleged that 






because of this prompt attention, and because of deception, there 
has resulted in the past, and is likely to result in the future, loss 






of time to the public, and especially to complainant’s patrons. It 






is further alleged that the receipt of said deceptive envelopes has 






caused alarm in the past, and is likely to cause alarm in the future, 






to the nublic and the complainant’s patrons; but it is obvious that 
10 special alarm could arise from the false belief that the telegram 






came from the complainant company, rather than from any other 






company, and if imitation telegrams, like genuine telegrams, are 






likely to cause alarm to the receiver, this can not be regarded a: 





a shsiantial ground for the intervention of equity. To cause 
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alarm by sending a real telegram or an imitation telegram under 
ordinary circumstances, and save for very exceptional surround- 
ings, would be damnum absque injuria. 

It is also alleged that the advertisements appearing upon cer- 
tain of the envelopes have been of an offensive character. This, 
however, seems an irrelevant allegation, since there is nothing to 
show that the defendant is responsible for the special character of 
advertisements which its customers may place upon the adver- 
tising device. 

It is alleged that by reason of the facts above stated the pub- 
lic, and particularly the complainant’s patrons, have become hostile 
to these envelopes of the defendant and dislike to receive them, 
and are greatly displeased and annoyed thereby, and, further, that 
many of the recipients of said envelopes have believed, and many 
future recipients are likely to believe, that the complainant has 
permitted the use of said device by those whose goods are ad- 
vertised, thereby permitting the public to be deceived and 
annoyed. 

There is a certain inconsistency between the contention that 
there is any substantial deception, and the contention that receivers 
are likely to believe that the complainant has permitted them to 
be annoyed. The annovance would result only when the receiver 
is undeceived and no longer believes that he has received a tele- 
gram. 

Upon the face of the bill it is somewhat difficult to believe 
that a person who, upon opening the envelope, finds that it is not 
a telegram, should continue to believe that it was sent by the 
complainant, and not by the advertiser whose name or goods 
would necessarily be clearly displayed in order that the advertise- 
ment should have value. It can hardly be said that a belief that 
the complainant was guilty of annoyance to the receiver of the 
imitation telegram is a natural consequence of the defendant's 
act in putting the imitation envelopes on the market. Upon dis- 
covery of the fact that the pretended telegram was merely an 
advertisement, the natural conclusion would be that there was no 
connection with the telegraph company. Though it was stated 
at the bar that such belief had in fact been held. it would require 
proof of repeated instances of this character to rebut the natural 
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presumption that the advertisement would entirely discharge the 
complainant from all connection with the sending of the advertise- 
ing device. The likelihood that an inference would arise in the 
mind of a person annoyed that the complainant was guilty of 
participation in this annoyance is followed up by the allegation 
that the recipients so believing are likely to become hostile to the 
complainant and to cease to use its service. 

It must be admitted that these allegations upon their face, 
though skillfully phrased, are in substance but little more than 
inference, based upon inference, and rather far-fetched inference 
at that. The theory is that a man who receives a bogus telegram 
will be annoyed upon finding that it is not a telegram, that upon 
finding that it is not a telegram he will believe that the telegraph 
company is responsible for his anonyance, and that because of 
this belief he will not use the telegraphic service of the complain- 
ant, but will use some other company instead. 

In Cunard Steamship Company v. Kelly, 126 Fed., 610-615, 
61 C. C. A., 532, the Circuit Court of Appeals for this circuit had 
occasion to deal with the question of inferences from inferences, 
citing U. S. v. Ross, 92 U. S., 281-283, 23 L. Ed., 707; U.S. v. 
Pugh, 99 U. S., 265 


25 L. Ed., 322; Manning v. Insurance Co., 


100 U. S., 693, 25 L. Ed., 701; First Nat. Bank v. Stewart, 114 
U. S., 224-231, 5 Sup. Ct., 845, 29 L. Ed., 161. While differing 
iil circumstances, the criticism in these cases of the argumentative 


process of drawing inferences from inferences seems especially 
pertinent, in view of the fact that the present bill contains no 
allegation that any person has actually become so hostile to the 
complainant as to cease to use its service. 

The complainant recognizes the necessity of establishing in 
this case some actual or probable injury to its property rights, It 
asserts that the acts of the defendant are calculated to cause ir- 
reparable damage to the good will of the complainant’s business ; 
and yet, after we have discarded the irrelevant allegations of the 
bill, the complainant’s case, so far as the aspect of loss of pat- 
ronage is concerned, is in substance this: (ne who receives de- 
fendant’s envelope thinks he has a telegram. Ile opens it, and 
finds it is not, and that he has been deceived, and is angered. He 


thinks, in spite of the advertisement, that the complainant is a 
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party to the trick which has been played upon him, and becomes 
so seriously offended that he will go to the trouble of avoiding the 
use of the complainant’s telegraphic service. 

It is further alleged that if the defendant is not enjoined, the 
recipients of the imitation envelopes are likely to be so accustomed 
to receiving the same that they will no longer give to real telegrams 
the prompt attention they usually receive, and that genuine tele- 
giams will be either discarded or examined at the addressee’s 
leisure, whereby the complainant’s service will be impaired. 

The suggestion made by defendant’s counsel at the argument 
is pertinent. Telegraphic messages are usually sent by messenger ; 
the defendant’s device invariably by mail. This reduces the 
likelthood of mistake of this character to a minimum. 


The substance of the argument is, if the cry of telegram is 
£ , 


repeated when there is no telegram, it will not be heeded when 
the telegram comes. The logic of AXsop, however, seems hardly 
applicable to the present case, or to make it at all probable that 
persons will give no heed to an envelope purporting to contain 
a telegram, because it is more probable that it is an imitation than 
a real telegram. 

These are the only particulars in which it is suggested that 
the business associated with the complainant's envelopes is likely 
to be injured. The bill in my opinion is defective, in that it fails 
to show that any actual injury to the complainant in these par- 
ticulars has occurred, though the defendant's envelopes have been 
upon the market about a year. 

In the absence of actual injury in the past by loss of service 
or impairment of the attention to be given to its envelopes, the 
probability of future injury is too weak, and the bill must be re- 
garded as a statement of far-fetched apprehensions which do not 
seem to be justified as inferences from any facts stated in the 
bill. It is difficult to believe that any serious apprehension of the 
impairment of complainant’s business is the actual ground for 
bringing this bill. If the complainant’s customers have been an- 
noyed by the character of advertisements printed upon these ad- 
vertising devices, if they have been put to trouble by being in- 
formed that they had received a telegram when there was no 
telegram but only an advertisement, if they are alarmed at tele- 
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grams, or if they are seriously irritated at small things, such as 
the momentary deception which would follow the receipt of one 
of these envelopes, all this may be a reason why the complain- 
ant desires to stop the defendant from making them; but it is 
hardly a reason for believing that the complainant will suffer in 
its property rights and be subjected to pecuniary loss. 

While the complainant may deem it a duty to prevent the 
defendant from bothering the complainant’s customers by this 
sort of mimicry, it can hardly accomplish this by a bill in equity, 


which is merely imitative of a bill for the protection of property 


rights, or for the prevention of pecuniary injury. 

[ have failed to find in the bill any allegations of an actual 
obstruction or interference with the complainant’s business, or 
which tend to show that its business is at all likely to be ob- 
structed or interfered with. 

Cases may be imagined in which an unauthorized use of an 
envelope bearing a name or address which is not that of the 
actual sender would so probably lead to mistake, confusion, or 
actual deception as to justify an injunction, even though no actual 
harm had been done before the filing of the bill. The creation of 
many opportunities for actual injury to a complainant by such a 
course might establish a case of threatened injury which equity 
would enjoin. Such a case, however, is not presented by this 
bill. 

The use of various kinds of imitative devices, to attract at- 
tention, is very common in the art of advertising. As the law does 
not take too seriously the mere puffing of goods, and expects the 
purchaser’s common sense to guard him from statements which 
in ethics, though not in law, may be classed as deceitful, so it 
should hardly give serious regard to such momentary deception 
as results from the ordinary imitative advertising device. <A 
momentary deception generally causes amusement, rather than 
gives offense. Its effect as an advertisement depends upon sur- 
prise, and thus it is usually but shortlived. 

In the law of deceit there is required not merely a false state- 
ment; justifiable reliance thereon is also an essential element. A 
false statement, made with the intent that it shall be immediately 
discovered to be false, may rob a man of a moment of his atten 
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tion and may be classed as a good joke or a bad joke, but can 
hardly be put into the catalogue of legal deceit or legal or equit- 
able fraud. 

Upon the facts, as distinguished from the inferences and as- 
sumptions, I am of the opinion that, while the defendant's device 
is broadly imitative of a telegram, the complainant is not affected 
in any of its property rights in this respect; that so far as there 
are any imitative features, which might serve to point to the com- 
plainant as distinguished from other telegraph companies, the 
device is not calculated to deceive in the substantial sense in 
which that term has been used in the law. At most it is calculated 
to produce a momentary deception of such trivial character that 
any serious action based upon it prejudicial to complainant would 
not be a natural and probable consequence of such deception. 

The novelty of this bill is admitted by the complainant. This, 
of course, is not a reason for denying relief, provided it is made 
to appear that complainant’s rights or property are in such sub 
stantial peril that they need protection. I have considered, how- 
ever, whether the complainant might not be able to aid its case by 
proofs; but we may accept the allegation that many persons have 
been deceived for the purposes of this demurrer as fully as if 
the complainant had produced many witnesses to a momentary 
deception. I have also considered the possible effect of proof 
that many of the recipients of said envelopes have believed that 
the complainant had permitted the use of said device; but this, 
to be of consequence, must be coupled with a finding that because 
of this belief they are likely to become hostile. I hardly think 
that proof, unless of the most extraordinary character, is possible 
that any considerable number of persons have both believed the 
complainant responsible and have actually become hostile. If 
such is indeed the fact, complainant may amend its bill by positive 
allegation to that effect. The allegation that many have so be- 
lieved is all there is of fact; the likelihood that many will in 
future so believe and become hostile is a matter which is purely 
inferential, and which the court can deal with on demurrer. 

In disposing of this case it should be said that the deception 
charged is merely of a momentary character, for the purpose of 
attracting attention, and that the defendant can not be said to 
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have contemplated, or to have been under the duty of contem- 
plating or foreseeing, any impairment of the complainant’s busi- 
ness, and has not designed to get any of the complainant’s trade. 
So far as the bill states merely the apprehensions of the com- 
plainant, | am of the opinion that the defendant had no reasonable 
cause to entertain the same apprehensions. That an imitation so 
slight, so momentary, could produce anything more than a mere 
trivial annoyance, not amounting to legal injury, it is difficult to 
believe. 

It is perhaps unnecessary to say that it is not intended to 
hold broadly that no legal damage is possible from the unauthor- 
ized use of complainant’s envelopes or other insignia 1n connection 
with telegraphic service, as distinguished from articles of mer- 
chandise. The use of a fraudulent badge to attract passengers for 
coaches was held a ground of lability in Marsh v. Billings, 7 
Cush. (Mass.), 322, 54 Am. Dee., 723. Neither is it intended to 
hold broadly that such imitation is always justifiable, where dam- 
age is not pecuniary. Cases may arise which would require the 
intervention of a court of equity to protect against repeated an- 
noyances of a serious character; but so far as this bill is framed 
to protect the public from trivial deception, alarm, and such loss 
of time as may be expended in opening an advertisement, it is 
without a precedent and I think without merit. So far as it seeks 
to protect the complainant's good will, | am of the opinion that 


it fails to show any past impairment or any reasonable anticipa- 
tion of future impairment. 


The only injuries complained of are those which are to occur 
in the future, and I am of the opinion that, until the complainant 
has found by actual experience an instance in which its anticipa- 
tions are fulfilled, the bill is prematurely brought. In other words, 
such remote possibilities of injury as are to be inferred from the 
facts stated in this bill do not constitute such substantial ground 
as is essential to invoke the intervention of a court of equity. 


Demurrer is sustained. 
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1. TRApDE--MARK INFRINGEMENT—DEFENCES—DECEIT. 

The commercial use of the Red Cross, as indicating that the goods 

to which it is applied are produced under sanitary conditions is so well 

understood, that the use of the symbol as a trade-mark for tooth brushes 

can not be regarded as involving a representation that the Red Cross 

Society is in any way concerned with the production or sale of such 
brushes. 

The use of the words, “Red Cross Brush” is no more deceptive than 
the use of the symbol. 

2. TRADE-Mark INFRINGEMENT—DEFENCES—MARK OF QUALITY. 

A mark does not become a mark of quality nor is it invalidated 
as a trade-mark merely because its use is confined to a single style or 
grade of brush. 

3. TRADE-Mark INFRINGEMENT—DEFENCES—Pupstic Poricy. 

The use of the red cross as a trade-mark, during a period in which 
the use thereof has been definitely legitimatized by act of Congress, can 
not be treated as contrary to public policy. 

4. Trape-MArK INFRINGEMENT—DEFENCES—PLURALITY OF MARKS. 

There is no reason for refusing to recognize any number of trade 
marks, used by the manufacturer to identify his wares, and so under 
stood by the public. 


In Equity. On final hearing. 


For previous decision on demurrer to bill, see 152 Fed Rep., 
1023. 


Archibald Cox and C. P. Goepel, for complainant. 
Joseph L,. Levy, for defendants. 


HANp, District Judge—The defense here is based upon six 
lines: First, that the mark is bad because adopted for purposes of 
deceit and therefore not primarily a mark of ownership at all; 
second, because the use has not been sufficiently shown to justify 
the presumption of a trade-mark; third, because the complainant, 
being guilty of fraud, has no standing in a court of equity; 
fourth, because the original use was to indicate only Comilo 
brushes and could not be extended to bone brushes, after the de 


fendants had begun to make them; fifth, because it is against 
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public policy to allow the Red Cross to become a markyat least 
without “lawful right” prior to 1905, which has not here been 
shown; sixth, because a man may not use more than two marks 
on the same class of goods. 

As to the first point, Loonen swears that he adopted the mark 
because his star mark was too small, and he wanted something 
showy to catch the eye. Though he denies that he supposed the 
symbol meant anything hygienic or sanitary, | can not help think- 
ing that he did attach some such meaning to its use in spite of his 
disclaimer. It is almost incredible that he should otherwise have 
chosen that particular mark for that particular purpose. How- 
ever that may be, the question at this time is not what he meant 
but what he did. There is without a doubt a suggestion in the 
term that is related to asepsis and sanitary conditions, and it is 
almost certainly the case that the commercial uses of the symbol 
arose from the fact that the Red Cross Society was concerned 
with field surgery and with the care of, and supplies for, the sick 
and wounded in battles and great public catastrophies. All such 
commercial uses have, I believe, been of a kind congruous and 
analogous to the activities of the society itself, or at least vaguely 
suggestive of asepsis and general cleanliness. No one, for example 
would be likely to sell Red Cross umbrellas, or Red Cross neckties 
or Red Cross ink. Those goods which are benefited by cleanli- 
ness and hygienic preparation are the only ones which so far as 
I know have been covered by the mark. The spread of popular 
information regarding the therapeutic value of cleanliness has 
created a strong predilection for anything suggestive of such 
methods. Merchants have been quick to take advantage of this 
education of the public and to indicate that their wares partake 
of such a character. The Red Cross is an easily caught symbol 
with an indefinite atmosphere, a kind of aseptic aura, connotating 
clean preparation and careful protection from dirt. The com- 
plainant did only what others have done in exploiting that popular 
conviction, and the conclusion is pretty clear that those who so 
selected it not only had some such reason in mind, but succeeded 
in making the suggestion they intended to others. That, however, 
is not enough to make the mark bad. Of course it must not be 
descriptive; but suggestion is one thing and description, another. 
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A good collection of the authorities may be found in Trinidad 
Asphalt Mfg. Co. v. Standard Paint Co., 163 Fed., 977, at pages 
986-988, 90 C. C. A., 195; Johnson v. Seabury, 71 N. J. Eq., 750, 
67 Atl., 36, 12 L. R. A. (N. S.) 1201, 124 Am. St. Rep., 1007, 
does not decide the question, because the court treated the case as 
one of secondary meaning. Perhaps that was due to the fact that 
originally the complainant had deliberately stated that the mark 
was used with the authority of the society, but the case still re- 
mains inconclusive here. Jolinson v. Brunor (C. C.) 107 Fed., 
466, is too scantily reported to know what was the basis of Judge 
Iacombe’s decision. Nor does Johnson v. Bauer & Black, 82 
Fed., 662, 27 C. C. A., 374, pass upon it. The authorities there- 
fore appear to be inconclusive. Suggestiveness not being a defect, 
the question comes down, therefore, to this: Does the mark act- 
ually mean that the society is in any way concerned with the 
manufacture of the goods?’ I think not. We have become fami- 
liar with it in the past for many other uses than that of the society, 
though happily such uses will now slowly. disappear. It has been 
used on hospital ambulances, upon medicaments, upon doctor’s 
motor cars, upon barber shops, upon laundries, and for mflitary 
field service not connected with the Red Cross Society. {n short, 
until the legislation of 1905 (Act Jan. 5, 1905, c. 23, 33 Stat. 599). 
it had been quite instinctively adopted for many uses which were 
congruous with the chief objects of the society, but which did not 
indicate that the society had anything to do with them, or certain- 
ly with the frequency of the use ceased to do so. Finally, Con- 
gress has clearly recognized that fact by permitting all those who 
prior to 1905 had used the mark lawfully, to continue. This ap- 
pears beyond question in the act of June 23, IQI0, c. 372, 36 Stat. 
604. Such “lawful use” does not imply the consent of the society, 
but only that there should be such use as would create a mark were 
it not the Red Cross. Therefore, the mark is not invalid as being 
either illegal or deceitful in itself. 

The next point is of the insufficiency of the use proved. | 
can not understand the defendant’s position in this regard, for it 
is hardly comprehensible that they actually suppose, as_ they 
keep repeating that only three shipments were made. All the com- 
plainant’s witnesses testify to a continuous shipment and sale of 
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toothbrushes so marked, either Comilo or bone, from August, 
1899, down to the beginning of the suit. The single thread of 
justification for this disregard of all that testimony is the fact 
that Lotter from the books identified the entry of the first ship- 
ment of each number, “42,” “2742,” and “1498.” That this was 


his only purpose is apparent to anyone who reads the testimony 


in the least impartially or as a whole, because no one can con- 
strue the testimony as confining the shipments to those three with- 
out perversely twisting its sense. 

The third defense is of the complainant’s bad faith, disquali- 
fying him from relief in a court of equity. This is to a large ex- 
tent involved in the prior consideration of the mark, and in so 
far forth it falls with a decision that the mark is good, as neither 
descriptive nor misleading. There is, however, the question of 
whether it was fraudulent to add the words “the Red Cross 
Brush,” or “Red Cross,” to the symbol itself. The phrase “Brush 
of the Red Cross” is quite a different matter from “Red Cross 
Brush” and Loonen only used the latter. “Brosse de la Croix 
Rouge” does not mean “Brush of the Red Cross,” but “Red Cross 
Brush.” It would be meaningless in French to say “Rouge Croix 
Brosse,” and on that account a strictly literal translation of the 
French phrase which Loonen used does not correctly represent 
even what he did in France. “Red Cross Brush” is like “Red 
Cross Pharmacy” or Red Cross Plaster ;” it means as much and no 
more that the brush has anything to do with the Red Cross 
Society, as the symbol alone, for it neither adds to, nor takes from, 
the suggestion and the connotation of the symbol itself. There 
was then in this no more fraud than if the legend had been 
omitted. 

The fourth detense is that the mark was specific to the 
Comilo brush, and its use upon the bone brush, an attempt to 
create a new inark. Before 1904 the only brushes bearing the mark 
had been the Comilo, and it was coupled with the words “The 
Red Cross Brush.” It does not certainly appear that all Comilo 
brushes bore the mark and legend, though [| think it fairly plain 
from Gibson’s testimony that if any such brushes did not bear the 
mark they were few, and what he calls “seconds.” Moreover, it 
appears that between 1899 and 1904 the complainant shipped other 
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brushes to the United States than the Comilo, so that all his 
goods did not bear the Red Cross. In 1904, finding the sale of 
Comilo brushes to be falling off—possibly because the defendants 
had already begun to use his mark in 1903—the complainant began 
making and selling a bone brush which is in evidence and which 
bears the Red Cross and the words “Red Cross Hygienic.” ‘These 
bone brushes he continued shipping in large quantities and Comilo 
in small quantities until the suit was brought, also shipping other 
kinds of brushes without the mark. Now the only possible 
ground for saying that the use of the Red Cross only on Comilo 
brushes limited it to such brushes is this: That it thereby became 
a mark for that quality or grade of brush, because certainly no 
one can suppose that a mark actually intended, and supposed, to 
express origin becomes any the less effectively a trade-mark be- 
cause it is used only upon a part of the maker’s goods. If Loonen 
wished to push this particular brush, the Comilo, more than others, 
there is no more reason why he should not have put upon it his best 
and most showy mark, than why he should not have given it a 
disproportionate amount of advertising, or made his name more 
prominent upon it than on his other brushes. In short, there is 
no necessary connection between the use of a mark upon a limited 
class of the maker’s wares and its denoting that class of wares. 
The question, therefore, is whether, as matter of fact, this 
mark did denote quality and quality only. First, it must be noted 
that this kind of brush already had a name, “Comilo,” coined by 
the patentee, Loonen’s assignor, and composed out of the names 
of the chemical elements which went to make up the handle. This 
was indubitably one name for that kind of brush, which Loonen 
had not invented, and which meant the brush made under Wal- 
lach’s patent. Was the Red Cross Brush another name for the 
same kind of brush or was it a mark of Loonen’s make? So far 
as intent goes, the only evidence is that of Loonen himself, and he 
says that it merely meant his manufacture. There is no reason 
to suppose that he affixed it so that the public or anyone else 
should identify the word with that particular brush which had 


been so long before given a name of its own. Did, then, the name 
come to be understood as meaning that kind, and that only, what- 


ever it may have originally been intended to cover? Where the 
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mark was not intended to cover a quality, but general origin, there 
must be some affirmative proof that it has got a use other than 
that for which it was intended, before it can be set down as the 
name of a species only, because the presumption is that it means 
to others what it was intended and used to mean. There have 


been several cases where words originally used to indicate quali- 


ties or grades have in time got an added significance of the origin 
or make and have so become good trade-marks, but I know of 
none where a mark originally used for a trade-mark has come 
to be understood for a quality, because of its limited use upon 
only one kind of goods. There might, of course, be such a case 
in theory, but I doubt whether there ever has. In any event, such 
testimony as there is in the case at bar, and it is ample in amount, 
is that the mark always remained what it was meant to be, a sym- 
bol of general origin, for all the disinterested witnesses in the 
jobbing trade unanimously swear that they so regard it. The 
defendants present no one to the contrary, but one employé and 
Martin, who has been interested in the defendants’ business for 
some years. It is true that the best proof would be from the 
ultimate consumer to whom such a mark is addressed, but that is 
practically not accessible, and the opinion of the jobbing trade is 
as near as one can get to the ultimate facts of what the consumer 
really understood the Red Cross to be. In the case of a com- 
modity like a toothbrush it is in addition extremely unlikely that 
consumers would distinguish the showy mark and legend as being 
only the name for one species of the brush made by the man 
wuose name appeared upon the back of the handle in very small 
type. The chances are rather that they looked at and remembered 
only what caught their eye upon the front. 

The fifth defense is that it is against public policy to allow 
the Red Cross to become a trade-mark. This needs no answer 
after the Acts of 1905 and 1910. Whatever may have been the 
policy before, Congress has now definitely declared in the proviso 
of the latter act that it would permit such marks 1f they antedated 
1905. Congress had power so to legalize the use of it; the ques- 
tion of public policy was for it and for it alone, and it is now 
finally closed. The decisions in the Patent Office appear to have 
conflicted, but Ea parte Batcheller Co., 85 Off. Gaz. Pat. Off., 
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1583, is later than E.v parte Chichester Co., 52 Off. Gaz. Pat. 
Off., 1001, and overrules it. The idea that the mark consists of 
the flag of a foreign nation deserves no notice. 

The sixth and final defense is that, having two marks already 
upon the brush, it was not lawful for Loonen to add a third, which 
he did when he added the Red Cross to the two marks, the star- 
enclosed “L,” and the word “Comilo.” Now, in principle, there 
is no possible ground for refusing to recognize any number of 
trade-marks which are really such. That is to say, if a man can 
show that the public has in fact come to recognize six marks each 
as separately indicating his manufacture, even though they are 
used together, it should be no concern of the court to interfere. 
The hypothesis presupposes that the public does interpret the 
marks each as indicating origin or manufacture, and that is simply 
a question of fact, though it might be a very hard thing to prove, 
especially if the marks were all put near together on the article. 
If a man uses four or five marks together, it may be, therefore, 
doubtful whether as matter of fact any single one had ever got to 
mean his goods, but the trouble is merely one of fact, and there is 
no reason that I can see, why if that fact exists, the court should 
take from him the means he has created of identifying his wares. 
In Candee v. Deere, 54 Ill., 439, 5 Am. Rep., 125, there is talk of 
confusion, but that begs the question, for if it be a true trade-mark 
alone, there can be no confusion. Certainly if the public has 
solved that difficulty of more than one mark, the court becomes 
officious in forbidding the maker from continuing to use what the 
public already understands. 

So the question here is whether, in spite of Loonen’s other 
marks, the public should be supposed to have become used enough 
to the Red Cross to understand it for his trade-mark, when used 
alone. Both the Comilo and the star-inclosed “L’’ were on the 
back of the handle close together, and both were small, indeed, 
the star-inclosed “L,” requires some perceptible effort of attention 
to observe. On the other hand the Red Cross is on the front of 
the handle and in the midst of the legend, ‘The Red Cross Brush.” 
Together they catch the eve as nothing else on the brush does, 
being sprawled all across the whole top of the handle, as the 
brush lies on its back. Whatever the public may have thought of 
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what was on the back, they could not but have been impressed by 
the conspicuousness of the legend and symbol. The man in the 
street would have no possible trouble in deciding upon what would 
catch the eye, and remain in the memory of most users. As mat- 
ter of fact there is not the least question to my mind that a man 
using this toothbrush would remember it as “the Red Cross 
Brush,” not as Loonen’s, or “Comilo,” or by the star-inclosed “L.” 
If the question were whether the Red Cross mark might not have 
swamped the other marks, | should find it less plain. 

One authority, Candee v. Deere, supra, at page 457, 54 Ll. 
(5 Am. Rep., 125), contains a passage that no one may have more 
than one mark, but, so far as I can see, it was a purely obiter 
generalization at the outset of the opinion, not called for by any 
of the facts and the basis of no part of the reasoning upon which 
the decision depended. Albany Perforated, etc., Co. v. John 
Hoberg Co. (C. C.) 102 Fed., 157, contains a dictum in agree- 
ment, but the case went off on the idea of marks of quality. 


These are the only cases which | have seen which even suggest 


that the law will not recognize more than one mark, if the public 
already has done so. There are, it is true, other cases in which 
the question is suggested without being answered, showing per- 
haps, that the court regarded it as still open, but they are not au- 
thorities to the contrary. On the other hand, in Il’heeler v. John- 
ston, 3 L. R. Ir., 284, the Vice Chancellor of Ireland directly 
held the contrary. Several of the other cases which the complain- 
ant cites did not involve this question, and are not properly ap- 
plicable. In Capewell Horse Nail Co. v. Mooney (C. C.) 167 
Fed., 575; Id., 172 Fed., 826, 97 C. C. A., 248, the marks were 
not used together, but one was used on the box and another on 
the nails. That makes it of less authority than if both marks 
had been on the nails, but in so far as Candee v. Deere, supra, 
can be supposed to rest upon any principle of law, which I must 
confess with deference I do not altogether see, this case is an 
answer to it, because Candee v. Deere was based upon the pos- 
sibility of confusion between the marks, and there is as much dan- 
ger of confusion when the marks are used one on the nail and 
the other on the box as though both were always used on either 
or both. Indeed, I should think that the risk of confusion was 
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greater where they were not used together. Therefore, while the 
authority is small, what there is of it accords with my judgment 
that there is no objection to as many trade-marks as the trade 
will in fact assimilate. 

There is nothing in the defendant's multitudinous objections 
to the testimony. All testimony not dependent upon the witnesses’ 
memory could be struck from the record and it would show 
by the most unquestionable evidence that the sales in this country 
have been large and continuous since 1899. 

Now that the interference proceedings have been decided the 
complainant may likewise include in his decree the registered 
mark. His own trade is interstate, and so is the defendants’, and 
the mark is valid under the statute as well as at common law, 
though I have considered it throughout as a common-law case. 


Let the usual decree pass, with costs on both grounds. 


LEACH v. SCARFFE. 
(188 Fed. Rep., 446.) 


Northern District of Illinois, August 4, I9TT. 






Unratr COMPETITION—DeEsCRIPTIVE TERM—COMPLAINANT’S FRAUD. 

The use of a merely descriptive, pharmaceutical designation for 
a remedy will not be enjoined, where the complainant has been guilty 
of gross fraud in the advertising of his remedy, and where the name 
is itself deceptive as to the ingredients of the preparation. 












In Equity. On final hearing. 


Buell & Abbey and Ellis B. Gregg, for complainant. 
I'm. R. Rummiler, for defendant. 













KoursAat, Circuit Judge—Complainant’s intestate brought 
this suit to restrain unfair competition and infringement of atrade- 
name. Pending the suit, W. A. Leach, died, and the cause was 
duly revived. The bill alleges that Leach had in his lifetime, and 
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for about twenty years before his death, prepared and sold a cer- 
tain alleged remedy for various ills, such as coughs, colds, and 
affections of the mucous surface, under the name of “Oil of Pine,” 
which name he claimed was original and fanciful; that in 1905 
he changed the name to “Virgin Oil of Pine (Pure)”; that in 
1906 he further changed the name to “Virgin Oil of Pine Com- 
pound (Pure)”; that he advertised his remedy extensively under 
these names at great cost; that he did not use his own name, but 
only that of the compound ; that he has acquired an exclusive right 
to use the said names as trade-names, and under the same has 
built up a large business. 

It appears from the record that there is such an article as oil 
of pine, that complainant’s article has no appreciable amount of 
any oil of pine in it, and that it is mainly liquified resin. It 
further appears that complainant has misrepresented as to his 
qualifications to prescribe for the ills for which he proclaims his 
compound a specific; that he was not a physician, as implied in 
the use of the term “Dr. Leach” in connection with his advertis- 
ing ; that his “camp for consumptives in the pine woods of Maine” 
was a pure fiction; and that the remedy was advertised ingen- 
uously as reading matter, conveying the idea of some new dis- 
covery. 

While complainant’s use of the name is undoubtedly original 
and fanciful as applied to his compound, it yet describes an actual 
pharmaceutical article of trade, and is therefore descriptive. This 
being so, complainant confronts the dilemma either of perpetrating 


a fraud on the public by claiming the presence of any oil of pine 


as an ingredient on the one hand, or, on the other hand, of claim- 
ing a trade-name in the mere proper pharmaceutical designation of 
the drug or compound he seeks to protect. In either case, a court 
of equity is not open to him, nor is it to his administratrix, and 
the suit must be dismissed for want of equity. 

The infringement complained of is plain and palpable, and 
does not commend itself to the court. Under the facts of the 
case, as now presented, however, the court can grant no relief. 
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CoANE v. NETTER. 


(188 Fed. Rep., 681.) 
Eastern District of Pennsylvania, July 3, 1911. 


1. Unitatrr COMPETITION—PRELIMINARY INJUNCTION, 
Where the use of the offending label has been discontinued, and 
the defendant declares that he has no intention of resuming its use, 
a preliminary injunction should be denied, with leave to renew, should 
the use be resumed. 


. TRADE-MARK INFERINGEMENT—PRELIMINARY INJUNCTION—SECURITY. 
In a suit for infringement of a trade-mark of doubtful validity, 
a preliminary injunction is denied on condition that the defendant give 


security for any damage that may be suffered by the complainant, 
should the final decree be in his favor. 


In Equity. On motion for a preliminary injunction. 


Horace Pettit, for complainant. 
Loughlin & Bracken, for respondent. 


J. B. McPuerson, District Judge—So far as concerns the 
charge of unfair competition by the use of the label complained 
of, I do not see that the plaintiff needs protection at present. 
The defendant has discontinued the use of the label, and I accept 
his statement that he does not intend to use it again; but, if he 
does so use it, the plaintiff has leave to renew this motion. The 
jurisdiction of the Circuit Court to entertain the charge of unfait 
competition—both parties being citizens of Pennsylvania—need 
not now be determined. 

As to the trade-mark, “No. 6,” [ am unwilling to decide its 
validity now. No harm, I think can be done by deferring the de- 
cisicn until final hearing; but I think the defendant should enter 
seciritv to respond in damages, if it should be determined here- 
after that the trade-mark is valid and that he has been infringing, 
before final decree. 

it is therefore ordered that the defendant enter securit: 
within ‘rye days in $1,500, with condition as just stated. If this 
be done, the clerk will enter an order that the preliminary injunc- 


tion is refused. If the security be not entered, a preliminary 
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injunction will be granted restraining the use of the trade-mark 
“No. 6.” 

[ may add that one of the judges of the Circuit Court will 
hear this case at an early date in the fall after issue has been 
joined, the time to be fixed upon application. 


FLORENCE Mero. Co. v. Down, ef al. 
(189 Fed. Rep., 44.) 
Second Circuit, May 8, 1911. 


Unraik CoMPETITION—ACCOUNTING OF PRoFITs. 

Where a decree is granted in favor of the complainant, he is 
entitled to an accounting of the defendant’s profits, unless the court 
be convinced in advance that the complainant will be unable to establish 
the amount of such profits. 


Appeal from a decree entered in the Circuit Court of the 
United States for the Southern District of New York, pursuant 
to a mandate of the Circuit Court of Appeals, reversing an earlier 
decree of the Circuit Court and directing the entry of a decree for 
the coniplainant. Motion to dismiss the appeal because not taken 
in time. 


For opinions on final hearing and on appeal on the merits, 
see 171 Fed. Rep., 122; 178 /d., 73. 


A, Bell Malcomson (Martin Conboy, of counsel), for ap- 
pellants. 

Macleod, Calver, Copeland & Dike, for appellee. 

Before Coxr, WArp, and Noyes, Circuit Judges. 

Coxk, Circuit Judge—The mandate directing that a decree 
be entered in accordance with the decision of this court is dated 


April 21, 1910. On May 13, 1910, a decree was entered in the 
Circuit Court without objection by the defendants although a copy 


of the decree with notice of settlement was served upon defend- 
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ants’ solicitor. After the settlement of the decree the defendants’ 
solicitor agreed upon Mr. Shields as master to take the account- 
ing and was present at the hearings before the master on May 
25th, June roth, July 13th and 14th. The defendants appeared, 
filed their account, and submitted themselves for examination. 
On September 17, 1910, a motion was made for resettlement of 
the decree, which was denied on October 5th thereafter. It was 
not until November 12, 1910, one day less than six months from 
the entry of the decree, that this appeal was taken. 

An examination of the record has made it unnecessary for 
us to consider the motion to dismiss and we have concluded to 
dispose of the appeal on the merits. The instruction of this 
court to the Circuit Court, after the cause was remanded, was to 
enter in conformity with our opinion. This meant, of course, 
the ordinary decree proper when a case of unfair competition has 
been established. The Circuit Court did not need to be informed 
of the details of such a decree. The decree entered, in its essen- 
tial features, is correct. Some verbal changes might have been 
made with propriety and doubtless they would have been, if the 
attention of the court had been called to them; but there is nothing 
in the decree which justifies its reversal. 

The acts of the defendants which warrant the finding of in- 
fringement are clearly stated in the decree, namely, selling 


“tooth brushes, each of which they have placed in a box on which appears 
in conspicuous printed letters the word Sta-Kleen in imitation of the 
complainant's word Keepclean as charged in the bill of complaint.” 


The decree further states: 


“That the defendants herein have so dressed their goods that they 
may be mistaken for the goods of the complainant and in so doing have 
infringed upon the exclusive rights of the complainant in the dress and 
appearance of the boxes or packages in which the complainant’s goods 
are contained.” 


The accounting was ordered to ascertain the number of tooth 
brushes so sold which infringe the rights of the defendant as 


aforesaid. The injunction enjoins the defendants from doing any 


of the acts in the future which are declared to be infringements 
of the complainant’s rights. 
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This is not a case where this court or the Circuit Court can 
say in advance that the complainant will be unable to establish 


the amount of the gains and protits which the defendants have 


made by reason of the unfair methods employed by them in 
dressing up their brushes to resemble the complainant's brushes. 
xcept in those cases where the court is convinced that such proof 
is impossible, an accounting should be ordered. It is true that 
the action for unfair competition is based upon fraud but this 
may be inferred from the circumstances. As was said by this 
court in the case of Fairbank vy. |l’indsor, 124 Fed., 200, 61 C. C. 


A. 243: 


“In many of these unfair competition cases the fraudulent intent is in 
ferred from the facts, sometimes against the sworn protestations of the in 
fringer, that he was trying to differentiate his package from those of the 
complainant, not to simulate them.” 


That the complainant's task seems difficult and the result 
an inadequate return for time and labor expended is not now 1m- 
portant. The complainant is entitled to its hearing before the 
master; if it fails in its proof the Circuit Court will deal with 
the situation as to costs and expenses when it enters the final 
decree. 

We refrain from discussing many of the questions mooted 
on the briefs as to what may or may not be done upon the account- 
ing for the reason that the facts are not sufficiently before us. It 
is to be assumed that the accounting will proceed in an orderly 
manner before the master and that the proof will be confined to 
the issues referred to him. 

Should the report be in favor of the complainant any errors 
will be corrected by the Circuit Court or by this court. In other 
words, the cause should proceed in the usual orderly manner and 
the final decree will settle the ultimate rights of the parties. 

The decree is affirmed. 
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Da Prato STatuARY Co. v. GIULIANI STATUARY Co. 
(189 Fed Rep., 90.) 
District of Minnesota, May 19, 1911. 


UNFAIR COMPETITION—CopyING OF ArT CATALOGUE, 

The reproduction in a catalogue of statuary offered to the trade, 
of copyrighted photographs employed by a competitor in a similar 
catalogue, and made from the statues imported and prepared by the 
latter for its trade, is not unfair competition. 


In Equity. On motion for a preliminary injunction. 


Edward C. Stringer, McNeil V’. Seymour and Edward S. 
Stringer (Frank F. Reed and Edward S. Rogers, of 
Counsel), for petitioner. 

John E. Stryker, for defendant. 


WILLARD, District Judge.—This is a bill in equity brought by 
the complainant company of Chicago, a producer and seller of 
statuary and other articles for the decoration of churches and 
religious edifices. The bill alleges that complainant for the further- 
ance of its business, at great expense and labor, prepared and is- 
sued a trade catalogue containing pictures and cuts of its various 
statuary and articles; that said catalogue was duly copyrighted, 
and that since the issuance thereof the defendant company, which 
is engaged in the same business at St. Paul, Minn., prepared and 
issued a catalogue of its own, wherein, and without the permission 
of the complainant, it reproduced exact copies of many of the 
cuts contained in complainant's catalogue. The defendant avers 
that the statues shown in the cuts in complainant’s catalogue are 
merely copies of statues which have been for years in existence 


in Europe; that they are not the subject of copyright; and, 


further, that complainant’s catalogue itself is not a subject of 
copyright. 

The evidence of complainant tended to show the following 
facts: That these statues can be produced only by the exercise of 
high artistic skill and care. For instance, a plaster of paris 


statue is received from Europe, and, as a general rule, the model- 
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ing is artistically good, but the decoration is inferior. Such statues 
are therefore dismembered, the decoration removed, new casts 
made and joined together, making a statue without decoration. 
The modeling and reassembling require a high degree of skill, 
care and accuracy. The points of juncture have to be very care- 
fully filled so as to conceal the same. The statues are then re- 
decorated and colored, all of which involves the employment of 
skilled artists and persons thoroughly well trained in the art. 
Also the illustrations can only be produced by the employment of 


photographers skilled in the art of properly modulating and dif- 


fusing the light so as to show the article as it appears in reality. 


The motion of the complainant for a temporary injunction, 
so far as it is based upon the claim of unfair competition, is 
denied. 

*x 

[The remainder of this opinion, 
infringement upon the complair 
the scope of this publication 


having to do with the question of 
lant’s copyright, is omitted, as not within 


THE COMMISSIONER OF PATENTS 
Ex Parte, Junius WILE Sons & Co. 


() G.. 787.) 


February 13, 1011. 


DESCRIPTIVE TERM—ForEIGN Worp—“ELEGANCIA.” 

It is well settled that the foreign equiva 
is not registrable The Spanish word “EI 
registrable as a trade-1 


lent of a descriptive word 


egancia” is therefore not 
Nnark 


Mr. A. Parker Smith, tor applicant. 


Moorrt, Commissioner.—This is an appeal from the action of 
the Examiner of Trade-Marks refusing to register the word 
‘“Elegancia” as a trade-mark for wine. 

It appears that the word “Elegancia” is the Spanish equiva- 


lent of “elegance,” and the Examiner has refused registration 
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on the ground that this word is descriptive of the goods to which 
it is applied. 

The registration of a word which is descriptive of the goods 
to which it is applied or of a character or quality thereof is pro- 
hibited by Section 5 of the Trade-Mark Act of February 20, 1905. 

It is well settled that the foreign equivalent of a descriptive 
word is not registrable. (Hw parte, Grocers Specialty Mfg. Co., 


Limited, 102 O. G., 465; Dadirrian v. Yacubian, ct al., 72 Fed. 


/ 
Rep.. 1010; Roncoroni v. Gross, 86 N. Y. Supp., 1112: 92 App. 
| Pl ) PI 


In the first of these cases the Commissioner held that the 
words “Le Bon” are not registrable as a trade-mark. 

In the second case it was held by the Circuit Court for the 
Northern District of Illinois that the word “Matzoon” used as 
a trade-mark for an article of food made of fermented milk 
did not constitute a valid trade-mark, since it was the name ap- 
plied to this article in a foreign country. 

In the latter case the appellate division of the Supreme Court 
of New York held that the words “Conservata Di Tomate” was 
not a valid trade-mark as applied to preserved tomatoes, being 
merely Italian for “preserved tomato.” 

The word “elegant” in my opinion would be clearly not 
registrable as a trade-mark, for it would certainly convey the idea 
that the goods to which it was applied were of a superior quality 
and any person has a right to apply such a term to his goods. The 
word “elegance” would clearly convey the same idea and would 
be no more registrable than the adjective “elegant.” As pointed 
out above, its Spanish equivalent is no more registrable. 

The decision of the Examiner of Trade-Marks is affirmed. 


Ex Parte, SINNAMAHONING Powpber Mec. Co. 
(170 O. G., 481.) 
July 27, 1071. 


/ 


1. DescriprivE TERM—“COLLIER” FOR DYNAMITE. 
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The word “Collier” as applied to dynamite is descriptive, and hence 
not registrable, since it would indicate to the trade that it was intended 
for use in coal-mining 
REGISTRABILITY—SURNAME—DISTINCTIVE Form. 

The ordinary surname “Collier” is not rendered registrable by 
placing it on a red package 
DESCRIPTION OF MARK—COLOR OF PACKAGE. 

The color of the package in which goods are placed can not con- 
stitute a trade-mark for such goods, and the Examiner properly refused 
to allow applicant to describe the mark as appearing on a red package. 


Mr. George R. Hamlin, for the applicant. 


Moore, Commissioner.—This is an appeal from the action of 


the Examiner of Trade-Marks refusing to register the word 
“Collier” as a trade-mark for dynamite and in objecting to a de- 
scription of the color of the package. 

The ground of the refusal is that the word “Collier” is de 
scriptive as used by applicant and is also a well-known surname. 

It is contended on behalf of applicant that the word 1s not 
merely the name of an individual by reason of the fact that the 
same has been recognized by the Bureau of Mines as a name 
applied by applicant to explosives which have passed the Govern- 
iment test and that no one else would be allowed to register ex- 
plosives under such name before that Bureau. It is further con- 
tended that the mark is written or printed in a peculiar or dis- 
tinctive manner by reason of the fact that it appears upon a red 
container. It is also contended that the word is not descriptive, 
since coal-miners are not generally known in this country as col- 
liers. Applicant also maintains its right to describe the mark as 
appearing on a red shell or cartridge containing the goods. 

It is well settled that no one is entitled to the color of a 
package in which goods are placed as a trade-mark for such 
goods. (Ex parte Landreth, 31 O. G., 1441, and cases therein 
cited.) The Trade-Mark Act provides for a description of the 
mark, where such description is required by the Commissioner 
or desired by the applicant, providing that such description meets 
with the approval of the Commissioner. The objection of the 
Examiner to the description of the mark in this case was clearly 
proper, since the color of the container forms no part of the 
mark. 
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The word “Collier” is a surname, and as such its registra- 
tion is prohibited by section 5 of the Trade-Mark Act. The fact 
that applicant has applied this mark to goods which have been 
tested by the Bureau of Mines does not change its character at 


all in this respect; nor is the placing of this mark upon a red 


wrapper such a fanciful manner of writing or printing the same 
as contemplated by the statute. (/n re Artesian Mfg. Co., 166 O. 
G., 988. ) 

Whether coal-miners are universally referred to as colliers 
is immaterial, since they are to some extent so referred to, and 
it is admitted by applicant that establishments engaging in the 
treatment of coal are known as collieries. For this reason it is 
believed that the mark would indicate to the trade that it was 
designed for use in coal-mining. 


The decision of the Examiner of Trade-Marks is affirmed. 


Ex Parte, THe Wittowcrarr SHOPs. 


(170-'O.. 4, 243.) 
July 15, 1011. 


REFUSAL OF REGISTRATIONS—-REOPENING CASE AFTER AMENDMENT 01 
THE Law. 

Where a trade-mark was refused registration by the Commissioner 
on appeal, on the ground that it was merely the name of the applicant 
and thereafter the Trade-Mark Act was so amended as to permit the 
registration of the mark applied for, the amendment constitutes no ground 
for reopening the case. 


Mr. Walter E. Lombard, for the applicant. 


TENNANT, Assistant Commissioner.—This is a petition that 
the above-entitled case be reopened and the Examiner of Trade- 
Marks directed to further consider the application, in view of the 
amendment to the trade-mark law approved February 18, 1911. 
and that he be authorized to grant the registration. 

The trade-mark sought to be registered is the word “Willow- 
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craft” as applied to certain willow and rush furniture. The 
ground upon which registration was refused was that the trade- 
mark sought to be registered is merely the name of the applicant, 
and therefore not registrable under section 5 of the Trade-Mark 
Act of February 20, 1905, as construed by the Court of Appeals 
of the District of Columbia in the case of Kentucky Distilleries & 
Warehouse Company v. Old Lexington Club Distilling Company, 
(135 O. G., 220; 31 App. D. C., 223). 

The record shows that appeal was taken to the Commissioner 
from the action of the Kxaminer and on June 18, 1909, a decision 
rendered on that appeal in which the decision of the Examiner 
of Trade-Marks was affirmed. Since the date of that ruling—to 
wit, on February 18, 1911—section 5 of the Trade-Mark Act was 
amended by the addition of the clause 


that nothing herein shall prevent the registration of a trade-mark other 
wise registrable because of its being the name of an applicant or a portion 
thereof. 


It is contended that in view of this amendment of the Trade- 
Mark Act the above-entitled case should be reopened. This con- 
tention is without force. The action of the Examiner was made 
under the provisions of the act existing when such action was 
made. The applicant availed himself of the privilege given to 
him by law of appealing to the Commissioner of Patents. From 
the adverse decision of the Commissioner of Patents the ap- 
plicant had the right of appeal to the Court of Appeals of the 
District of Columbia, provided the notice of such appeal was 
given to the Commissioner of Patents within forty days, exclusive 
of Sundays and holidays, after the Commissioner's decision. No 
notice of the appeal was given, and at the expiration of that time 
the decision of the Commissioner of Patents became final. Mani- 
festly the amendatory provisions of the trade-mark law could have 


no effect upon finally-adjudicated cases of this character. 


The petition is denied. 


fHE TRADE-MARK REPORTER 


Kx Parte, ZINN. 


26, IQII. 


ReeUusar To REGISTER—No REVIEW ON PETITION. 

The action of the Examiner of Trade-Marks in refusing to register 
a mark on the ground that the labels show a misbranding, will not 
be reviewed on petition, but only on a regular appeal, and payment of 
the fee required by the law. 


Mr. D. A. Gourick, for the applicant. 


Moore, Commissioner.—This petition requests that the Ex- 
aminer of Trade-Marks be given certain instructions as to the 
practice to be followed with reference to the labels filed in this 
case. 

The Examiner refused registration of the trade-mark on the 
ground that the label showed a misbranding in view of certain 
statements contained thereon and also because the name of the 
manufacturer appearing on these labels was different from that 
of the applicant, applicant having refused to amend his declaration 
by stating that he was trading under the name appearing on these 
labels. 

As pointed out by the Examiner, he did not merely object 
to the labels, but refused registration of the mark. For the 


reasons given in the decisions cited by him in his statement the 


propriety of this action can not be reviewed on petition, but only 


on a regular appeal, accompanied by the fee required by law. 


The petition is dismissed. 
Ex Parre, YANKAUER, YANKAUER, AND YANKAUER. 
(190: 'O:.'G...‘627:) 


August 1, 1911. 


LABELS—REGISTRATION—ProoF OF AUTHORITY OF EXECUTOR oF Ap- 
MINISTRATOR. 
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Where a label is sought to be registered by the executor or admin 
istrator of the owner, proof of the authority of such executor or 
administrator should be filed, as required in the case gf patents 


Mr. T. F. Bourne, for the applicants. 


Moore, Commissioner.—This application for the registration 
of a label is before me upon reference by the Chief of the Issue 
and Gazette Division. 

The record shows that said application was filed June 24, 
1911, by Max Yankauer, Louis Yankauer, and Gustavus Yankauer 


as “executors of the estate of David Yankauer, deceased, trading 


as Yankauer & Co.” The case was passed for allowance, although 


no proof of the appointment of said executors or of their authori- 
ty to apply for said registration is of record in this Office. 

Order No. 1,838, promulgated by the Commissioner of Pat- 
ents on January 13, 1910, (151 O. G., 453), provides that— 
whenever because of the death of an inventor the right of applying for 
and obtaining a patent for an invention devolves upon an executor or 
administrator, or whenever an executor or administrator desires to inter 
vene prior to the granting of the patent, proof of the authority of such 
executor or administrator should in all cases be made of record in the 
assignment records of this Ofhce by recording a certificate of the clerk 
of a competent court or of the register of wills that said executor or 
administrator has been appointed and that his appointment is still in full 
force and effect. Such certificates should be signed by an ofhcer and 
authenticated by the seal of the court by which the same is issued 

Should said certificate of appointment be found to be insufficient for 
any reason, there may be required to be recorded a certified and prop 
erly-authenticated copy of the letters testamentary or of the letters of 
administration, in order that the scope of authority of the persons who 
seek to intervene may be a matter of record in this Office 

Although only applications for patents are expressely covered 
by the wording of the above order, the reasons which led to its 
adoption appear to apply also to applications for the registration 
of labels, prints, and trade-marks. Certainly this Office before 
issuing such registration to an alleged executor or administrator 
is justified in requiring proper proof of the title by which said 
executor or administrator claims the right of registration. 

The provisions of Order No. 1,838, so far as applicable, are 
therefore extended to applications for the registration of trade- 
marks, prints, and labels. 


he Examiner is directed to require the recording in the 
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assignment records of this Office of a certificate of the clerk of 
a competent court or of the register of wills showing the appoint- 
ment of the applicants as executors of the estate of David Yan- 
kauer or a certified and properly-authenticated copy of the letters 
testamentary showing the scope of their authority. 


STOLLWERCK BROTHERS, INc., v. LUCERNA ANGLO-SWISS 
CHOCOLATE COMPANY V. HOFFMAN. 


Ci9r (O. G,, 52i4) 
August 4, I9II. 


1. INTERFERENCE—MOTION To DissoLvE—TRANSMISSION, 

The Examiner of Interferences should take cognizance of the 
merits of motions to dissolve, sufficiently to refuse transmission to 
motions that are wholly groundless. 

2. INTERFERENCE—MOTION To DissoLvE—REFUSAL TO TRANSMIT, 

\ motion to dissolve an interference on the ground that coffee 
and cocoa are goods of different descriptive properties is properly re 
fused transmission, 1n view of the ruling of the Court of Appeals of the 
District of Columbia in the case of [Walter Baker & Co., Ltd., 2 
Harrison. 

Fraser, Turk & Myers, for Stollwerck Brothers, Inc. 
Mr. Frank S. Appleman, for Lucerna Anglo-Swiss Milk 
Chocolate Company. 


Me Goepel co Goepel, for Hoffman. 


Moore, Commissioner.—This is an appeal by Stollwerck 
Brothers, Inc., from the decision of the Examiner of Interferences 
refusing to transmit a motion to dissolve. 

The motion alleges that coffee, the goods to which the party 
Hoffman applies the mark, is not of the same descriptive prop- 


erties as cocoa, to which appellant applies it. The motion was 


refused transmission on the ground that it was supported by an 
affidavit which could not be considered under the holding in 
Horton v. Leonard (155 O. G., 305) and because the Court of 
\ppeals of the District of Columbia has decided, in the case of 
Walter Baker & Co., Ltd., v. Harrison, (138 O. G., 770; 32 App. 


ran) 


D. C., 272,) that coffee and cocoa are goods of the same descrip- 
tive pre yperties. 
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Appellant's position that the affidavit filed, if not proper, can 
be considered as mere surplusage is thought to be well taken, as 
suming that there are other sufficient grounds to support the mo- 
tion, and if this were the only objection the motion might be 
transmitted. The contention, however, that the applicability of 
the decision in the Baker case is a matter of merits which is be- 
yond the jurisdiction of the Examiner of Interferences can not be 
sustained. In patent interferences it is well settled that the Ex- 
aminer of Interferences should take cognizance of the merits of 
a motion to dissolve sufficiently to enable him to refuse trans- 
mission to motions which are wholly groundless and would serve 


only to waste the time of the Office and the parties concerned. 
(Jarvis v. Quincy, etc., 113 O. G., 550; Dunker v. Reist, 119 
O. G., 1925; Babcock v. Picard v. Ashton and Curtis, 95 MS. 


Dec., 378.) The same reasoning applies to trade-mark inter- 
ferences. The rule relating to the transmission of such motion in 
trade-mark interferences is worded in the same way as the cor 
responding rule relating to patent interferences, and there appears 
to be no reason for holding that the jurisdiction of the Examiner 
of Interferences should be more limited in the former class of 
Cases. 

The court of appeals in the Baker case decided the precise 
point now raised by this appellant, and that ruling is clearly 
binding on this Office until changed. It would therefore be use- 
less for the Office to consider the question in connection with ap 
pellant’s motion. 


The decision of the Examiner of Interferences is affirmed. 
Wa. A. Coomrs Mittinc Company v. THe DEWEY Bros. 


CoMPANY. 


TrapE-MARK—Oppositi Issut ro B FIED BEFORE 
MENT 
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After an opposition to the registration of a trade-mark has been 
filed the opposition proceedings should not be terminated without a 
formal order sustaining or dismissing the opposition. 


Messrs. Reed & Rogers and Mr. Francis M. Phelps tor Wm. 
A. Coombs Milling Company. 


Me Taylor & Hulse and Messrs. Steuart & Steuart for 
The Dewey Bros. Company. 


Moore, Commissioner.—This case is before me upon a refer- 
ence by the Examiner of Interferences suggesting a change in the 
practice which now obtains and which results in the conclusion of 
opposition proceedings without the entry of a judgment. 

It has been the practice ever since the act of February 20, 
1905, went into effect for the Examiner of Trade-Marks, in case 
he discovers a reference after the filing of an opposition or in case 
the notice of opposition called attention to a reference which had 
been ever ivoked, to request jurisdiction of the application for the 
purpose of refusing registration. Such jurisdiction has uniform- 
ly been given to the Examiner of Trade-Marks by the Examiner 
of Interferences as a matter of course. 

In the present case the trade-mark sought to be registered by 
the applicant consists of the words “Highland Chief,” associated 
with the representation of a man in the costume of a Scottish 
Highlander. After the notice of opposition had been filed the 
Examiner discovered certain registrations—to wit, William 
Coombs, No. 27,099, January 28, 1899, and Wm. A. Coombs Mill- 
ing Company, No. 50,322, March 6, 1g906—for the same class of 
merchandise and which showed the representation of a Scottish 
chief, accompanied by the words “Rob Roy.” The Examiner 
having obtained jurisdiction of the application of The Dewey 


Isros. Co. in the manner above referred to, refused registration 


of the applicant’s mark in view of the representation of a High- 


land chief shown in the references cited. Pursuant to the Ex- 
aminer's letter of rejection the applicant filed an amendment di- 
recting the cancellation of the pictorial representation of the 
Highland chief, thus restricting the application for registration 
to the words “Highland Chief” alone. 
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The opposer having obtained knowledge of these actions, 


filed in the opposition a motion for judgment asserting 


that there has been filed on September 23, 1910, in the application of 
Dewey Bros. Company involved in this opposition, an amendment in which 
the portion of the trade-mark objected to by Opposer was ordered erased 
from the drawing. 


The Examiner of Interferences points out that under the 
present practice it is necessary to suspend the proceedings in an 
opposition when jurisdiction of the application is given to the 
Examiner of Trade-Marks. After the rejection the applicant 
may or may not amend. If no amendment is filed, the opposition 
remains suspended indefinitely. If the application is amended, it 
may or may not result in the resumption of proceedings in the 
opposition, dependent upon the effect which the Examiner of 
Trade-Marks thinks the amendment has upon the application. If. 
in his judgment, the application is made allowable, the opposition 
proceedings are resumed. If he thinks it is not allowable, rejection 
again follows. If the opposition proceedings are resumed after 
amendment, it is upon a different issue from that fixed by the 
pleadings originally instituted. 

In view of these facts the Examiner of Interferences states 
that, in his opinion, the better practice would be to refuse per- 
mission to modify the issue in any way after the filing of an 
opposition, unless it be by stipulation or agreement by the parties 
themselves. However, in view of the long continuance of the 
present practice he did not feel justified in initiating such pro- 
cedure in the present case without the authority of the Com- 
missioner. 

The case was referred to the then Acting Examiner of Trade- 
Marks, who recommended that no change in the procedure should 
be instituted. 


Subsequently to the receipt of the report of the Acting Ex- 


aminer of Trade-Marks above referred to a new Examiner of 
l'rade-Marks was appointed and the case referred to him. In 
his report it is stated: 


| have carefully considered the arguments made by my predecessor 
and those of the Examiner of Interferences set forth in their respective 
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letters in regard to the proposed change, and recognize that there are 
good reasons for either a continuance of the present practice or a change 
therein. On the whole, however, | believe that the practice suggested by 
the Examiner of Interferences in his letter dated December 7, 1910, is sup- 
ported by a preponderance of the reasons and is therefore to be preferred. 
Consequently, it is respectfully recommended that the change of practice 
as proposed by the Examiner of Interferences in his letter dated December 
7, 1910, be adopted. 


| am clearly of the opinion that the modified practice sug- 
gested by the Examiner of Interferences and the present Ex- 
aminer of Trade-Marks should be adopted. After the trade- 
mark has been published in the Orrictat, GAZETTE, as required by 


section 6 of the Trade-Marks Act, and opposition has been filed 


against such registration, the jurisdiction of the Examiner of 
Trade-Marks ceases and the case becomes a contested case. Pro- 
ceedings having been instituted, the opposition should not be ter- 
minated without judgment sustaining the opposition or dismissing 
the same. While it is suggested by the Acting Examiner of 
Trade-Marks that expense may be saved to both parties under the 
practice which now obtains, it is believed that the same ends may 
be reached by the parties by way of stipulation or disclaimer to 
avoid further proceedings in the opposition. Manifestly, after 
such a proceeding is instituted itshould not be terminated with- 
out a formal order ‘sustaining er-dismissing the notice of oppo- 
sition. 

It is suggested by the Examiner of Interferences that the 
present form of order is sometimes inapplicable to cases such as 
the present in which registration is opposed as to a portion and 
not to the whole of a trade-mark. It is my opinion that in such 
cases the judgment of the Examiner of Interferences should be 
so worded as to set forth clearly the reasons why the opposition 
is sustained. 

In view of these facts, the Examiner of Interferences is 
authorized to resume proceedings in the opposition and to decide 
the motion for judgment filed by the opposer, action upon such 
motion to be taken in accordance with the views expressed herein. 
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